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DETAILED ACTION 
Specification 

The abstract of the disclosure is objected to because it exceeds 150 words in 
length. Correction is required. See MPEP § 608.01(b). 

The disclosure is objected to because of the following informalities: 
• the term "patent" on Page 3, Line 8 should be amended to — Patents — because 
it is the first word of the sentence. 

Appropriate correction is required. 



Claim Objections 

Claim 3 is objected to because of the following informalities: 
• the phrase "35 USC §1 02 of 35 USC §1 03" in Line 2 should be amended to — 35 
USC §102 or 35 USC §103 — because it appears to be a typographic error. 



Appropriate correction is required. 
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Claim Rejections • 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-36 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
Claims 1-36: 

The subject matter specified in the claims is non-statutory and fails to recite 
patent-eligible subject matter in that it is not in the technological arts. 

Additionally, the claimed invention is so abstract and sweeping that it covers the 
method as practiced by a human operator assisted only by pencil and paper. The 
claims do not include a particular machine or apparatus, and no machine-implemented 
steps are recited. Every step is capable of performance by the human mind. A method 
of this sort, traditionally called a "mental process," is not patentable subject matter. 

"Phenomena of nature, though just discovered, "mental processes," abstract 
intellectual concepts are not patentable as they are the basic tools of scientific and 
technological work." (emphasis added) Gottschalk v. Benson, 75 U.S.P.Q. 673, 675 
(U.S.S.C. 1972). See also, In re Prater and Wei, 159 U.S.P.Q. 583 (1968), rehearing 
U.S.P.Q. 571 (1969). 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-9, 16, 17, 22 and 27-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by http://www.patents.eom/cost.htm#patentable (hereinafter, Patents). 
Claim 1: 

Patents discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Pages 1-7, especially the question and answer "What does it 
cost to get an opinion whether my invention is patentable?" on Pages 4-6 - the cited 
web page includes information about "patentability opinions" regarding the patentability 
of an invention as compared with the prior art; said patentability opinion being given 
before the patent application is written and filed), said patentability search report 
comprising: 

• a citing of one or more prior art documents which contains subject matter that is 
potentially material to the patentability of the alleged new invention (the 
patentability opinion cites prior art that is relevant to the invention); 



Application/Control Number: 09/817,527 Page 5 

Art Unit: 2179 

• a written description describing the elements or features contained in such one or 
more prior art documents (the patentability opinion includes a description of the 
relevant prior art); and 

• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention (the patentability opinion includes drafting a 
patent claim that sets forth the novelty of the invention). 

Claim 2: 

Patents discloses a patent search report according to Claim 1 , wherein said draft 
patent claim is written by a person registered to represent inventors before the United 
States Patent and Trademark Office (the attorneys are registered patent attorneys). 

Claim 3: 

Patents discloses a patent search report according to Claim 1, wherein said draft 
patent claim is not properly rejectable under any section of either 35 USC §1 02 or 35 
USC §103 in view of any of said prior art documents (the patentability opinion, which 
includes a patentable claim, inherently includes a claim that is novel and nonobvious). 

Claim 4: 

Patents discloses a patent search report according to Claim 1, wherein said draft 
patent claim is in a claim format acceptable to the United States Patent and Trademark 
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Office (the claims are drafted in a format that is acceptable to the USPTO). 
Claim 5: 

Patents discloses a patent search report according to Claim 1, comprising a 
plurality of draft patent claims (the patentability opinion includes a plurality of drafted 
claims). 

Claim 6: 

Patents discloses a patent search report according to Claim 1 , further 
comprising: 

• one or more written statements pointing out the differences between the 
elements or features contained in one or more of said prior art documents and 
the alleged new invention as described by said draft patent claim (the 
patentability opinion includes statements that point out the differences between 
the prior art and the invention). 

Claim 7: 

Patents discloses a patent search report according to Claim 1 , further 
comprising: 

• a written statement reflecting an opinion about the patentability of the alleged 
new invention as described in said draft patent claim in view of the prior art 
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documents cited (the patentability opinion includes an opinion regarding 
patentability of the drafted claims). 

Claim 8: 

Patents discloses a patent search report according to Claim 7, wherein said 
written statement includes a statement in reference to any section of 35 USC § 102 (the 
patentability opinion includes a statement regarding any possible 102 rejection). 

Claim 9: 

Patents discloses a patent search report according to Claim 7, wherein said 
written statement includes a statement in reference to any section of 35 USC § 103 (the 
patentability opinion includes a statement regarding any possible 103 rejection). 

Claim 16: 

Patents discloses a patent search report according to Claim 1 , wherein one or 
more prior art documents cited describe subject matter selected from the group 
consisting of: a) an article of manufacture; b) a process: c) a composition of matter; d) a 
machine; and e) a method of doing business (the patentability opinion cites prior art that 
includes US patents, which include each of the recited items). 
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Claim 17: 

Patents discloses a patent search report according to Claim 1 , wherein said 
alleged new invention is an invention which falls within the statutory classes of 
patentable subject matter selected from the group consisting of: a) an article of 
manufacture; b) a process: c) a composition of matter; d) a machine; and e) a method of 
doing business (the new invention include at least one of the recited items). 

Claim 22: 

Patents discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Pages 1-7, especially the question and answer "What does it 
cost to get an opinion whether my invention is patentable?" on Pages 4-6 - the cited 
web page includes information about "patentability opinions" regarding the patentability 
of an invention as compared with the prior art; said patentability opinion being given 
before the patent application is written and filed), said patentability search report 
comprising: 

• a citing of one or more prior art documents which contains subject matter that is 
potentially material to the patentability of the alleged new invention (the 
patentability opinion cites prior art that is relevant to the invention); 



Application/Control Number: 09/817,527 Page 9 

Art Unit: 2179 

• a written description describing the elements or features contained in such one or 
more prior art documents (the patentability opinion includes a description of the 
relevant prior art); 

• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention (the patentability opinion includes drafting a 
patent claim that sets forth the novelty of the invention); 

• one or more written statements pointing out the differences between the 
elements or features contained in one or more of said prior art documents and 
the alleged new invention as described by said draft patent claim (the 
patentability opinion includes a comparison between the invention and the prior 
art that is collected); and 

• a written statement reflecting an opinion about the patentability of the alleged 
new invention as described by said draft patent claim (the patentability opinion 
includes an opinion regarding the patentability of the invention). 

Claim 27: 

Patents discloses a process for providing a patentability search report concerning 
an alleged new invention prior to the filing of a patent application covering such alleged 
new invention, which search report contains a written evaluation of the patentability of 
the alleged new invention as compared with at least one prior art document (see Pages 
1-7, especially the question and answer "What does it cost to get an opinion whether my 
invention is patentable?" on Pages 4-6 - the cited web page includes information about 
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"patentability opinions" regarding the patentability of an invention as compared with the 
prior art; said patentability opinion being given before the patent application is written 
and filed), the process comprising the steps of: 

• reviewing documents contained in the prior art (the patentability opinion includes 
a prior art search); 

• identifying one or more prior art documents that describe subject matter that is 
potentially material to the patentability of the subject invention (the patentability 
opinion cites prior art that is relevant to the invention); 

• providing a written description of the identity of and the elements or features 
contained in such one or more prior art documents identified in b) (the 
patentability opinion includes a description of the relevant prior art); and 

• providing at least one written draft patent claim, which draft claim embraces a 
point of novelty of the alleged new invention (the patentability opinion includes 
drafting a patent claim that sets forth the novelty of the invention). 

Claim 28: 

This claim recites the same limitation specified in Claim 2. Thus, Patents 
discloses every limitation of this claim using the same rationale indicated in the above 
102 rejection for Claim 2. 



Application/Control Number: 09/817,527 Page 1 1 

Art Unit: 2179 

Claim 29: 

Patents discloses a process according to Claim 27, further comprising the step 

of: 

• providing at least one written statement concerning the patentability of said draft 
patent claim in view of said one or more prior art document identified (the 
patentability opinion includes an opinion regarding the patentability of the 
invention). 

Claims 30 and 31: 

These claims recite the same limitations as Claims 8 and 9. Thus, Patents 
discloses every limitation of these claims using the same rationale indicated in the 
above 102 rejections for Claims 8 and 9. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10-15, 18-21, 23-26 and 32-36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Patents, in view of Kerven et al., U.S. Patent Application 
Publication No. US 2002/0042784 A1 . 
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Claim 10: 

As indicated in the above discussion, Patents discloses every limitation of Claim 

6. 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection of said draft patent claim (the search report includes 

reasons for rejections of the subject claim for lack of novelty and/or obviousness 

that are processed into a draft office action from the PTO), 
for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection of said draft patent claim for the purpose of providing 
automated analysis of the search results, as taught by Kerven. 

Claim 1 1: 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 
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• a written mock rejection that conforms substantially to the form used by the 
United States Patent and Trademark Office in rejecting patent claims in 
applications pending before it (the search report includes reasons for rejections 
of the subject claim for lack of novelty and/or obviousness that are processed 
into a draft office action from the PTO), 

for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection that conforms substantially to the form used by the 
United States Patent and Trademark Office in rejecting patent claims in applications 
pending before it for the purpose of providing automated analysis of the search results, 
as taught by Kerven. 

Claim 12: 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection that is written by a person registered to represent 
inventors before the United States Patent and Trademark Office (the search 
report, which includes the mock rejection, is reviewed, revised and finalized by 
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an attorney that is registered to represent inventors before the United States 

Patent and Trademark Office), 
for the purpose of reviewing and finalizing the automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection of said draft patent claim for the purpose of reviewing 
and finalizing the automated analysis of the search results, as taught by Kerven. 

Claim 13: 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection that includes a statement in reference to any section of 

35 USC §102 (the search report includes reasons for rejections of the subject 

claim for lack of novelty and/or obviousness that are processed into a draft office 

action from the PTO), 
for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection that includes a statement in reference to any section of 
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35 USC §1 02 for the purpose of providing automated analysis of the search results, as 
taught by Kerven. 

Claim 14: 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection that includes a statement in reference to any section of 

35 USC §103 (the search report includes reasons for rejections of the subject 

claim for lack of novelty and/or obviousness that are processed into a draft office 

action from the PTO), 
for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection that includes a statement in reference to any section of 
35 USC §103 for the purpose of providing automated analysis of the search results, as 
taught by Kerven. 

Claim 15: 

Patents, in view of Kerven, discloses every limitation of Claim 10. 
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Patents, in view of Kerven, fails to expressly disclose a written statement 
describing at least one means for potentially obviating said mock rejection. However, at 
the time the invention was made, it would have been obvious to one of ordinary skill in 
the art to include, in the search report, a written statement describing at least one 
means for potentially obviating said mock rejection. Patent attorneys have been 
submitting arguments for patentability in response to rejections under 35 USC §102 and 
35 USC §1 03 for many years for the purpose of obtaining patents for the applicants. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, in 
view of Kerven, to include a written statement describing at least one means for 
potentially obviating said mock rejection for the purpose of obtaining patents for the 
applicants. 

Claim 18: 

Patents discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Pages 1-7, especially the question and answer 'What does it 
cost to get an opinion whether my invention is patentable?" on Pages 4-6 - the cited 
web page includes information about "patentability opinions" regarding the patentability 
of an invention as compared with the prior art; said patentability opinion being given 
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before the patent application is written and filed), said patentability search report 
comprising: 

• a citing of one or more prior art documents which contains subject matter that is 
potentially material to the patentability of the alleged new invention (the 
patentability opinion cites prior art that is relevant to the invention); 

• a written description describing the elements or features contained in such one or 
more prior art documents (the patentability opinion includes a description of the 
relevant prior art); and 

• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention (the patentability opinion includes drafting a 
patent claim that sets forth the novelty of the invention). 

Patents fails to expressly disclose a written mock rejection of said draft patent 

claim. 

Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection that is based at least in part on the presence or 
arrangement of elements or features contained in at least one of said prior art 
documents in said citing, wherein said mock rejection is written by a person 
registered to represent inventors before the United States Patent and Trademark 
Office (the search report includes reasons for rejections of the subject claim for 
lack of novelty and/or obviousness, based on the prior art found in the search, 
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that are processed into a draft office action from the PTO; the search report is 
reviewed, revised and finalized by an attorney that is registered to represent 
inventors before the United States Patent and Trademark Office), 
for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Patents, to 
include a written mock rejection that is based at least in part on the presence or 
arrangement of elements or features contained in at least one of said prior art 
documents in said citing, wherein said mock rejection is written by a person registered 
to represent inventors before the United States Patent and Trademark Office for the 
purpose of providing automated analysis of the search results, as taught by Kerven. 

Claims Wand 25: 

These claims recite the same limitations as Claim 3. Thus, Patents discloses 
every limitation of these claims using the same rationale indicated in the above 102 
rejection for Claim 3. 

Claims 20 and 26: 

These claims recite the same limitation as Claim 4. Thus, Patents discloses 
every limitation of these claims using the same rationale indicated in the above 102 
rejection for Claim 4. 
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Claims 21, 24 and 36: 

These claims recite the same limitation as Claim 15. Thus, Patents, in view of 
Kerven, discloses/teaches every limitation of these claims using the same rationale 
indicated in the above 103 rejection for Claim 15. 

Claim 23: 

This claim recites the same "written mock rejection" limitation specified in Claim 
18. Thus, Patents, in view of Kerven, discloses/teaches every limitation of this claim 
using the same rationale indicated in the above 103 rejection for Claim 18. 

Claim 32: 

This claim recites the same limitations specified in Claim 10. Thus, Patents, in 
view of Kerven, discloses/teaches every limitation of this claim using the same rationale 
indicated in the above 103 rejection for Claim 10. 

Claim 33: 

This claim recites the same limitations specified in Claim 1 1 . Thus, Patents, in 
view of Kerven, discloses/teaches every limitation of this claim using the same rationale 
indicated in the above 103 rejection for Claim 1 1 . 
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Claims 34 and 35: 

These claims recite the subject matter within the scope of Claims 13 and 14, 
respectively. Thus, Patents, in view of Kerven, discloses/teaches every limitation of 
these claims using the same rationale indicated in the above 103 rejection for Claims 13 
and 14. 



Claims 1-9, 16, 17, 22 and 27-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the admitted prior art (Admission), in view of Patents. 
Claim 1: 

Admission discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Specification of present application, Pages 1-6), said 
patentability search report comprising: 

• a citing of one or more prior art documents which contains subject matter that is 
potentially material to the patentability of the alleged new invention (see Page 3, 
last partial paragraph through Page 4, first partial paragraph); and 

• a written description describing the elements or features contained in such one or 
more prior art documents (see Page 6, first paragraph). 
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Admission fails to disclose a patentability search report comprising: 
• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention. 



Patents discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Pages 1-7, especially the question and answer "What does it 
cost to get an opinion whether my invention is patentable?" on Pages 4-6 - the cited 
web page includes information about "patentability opinions" regarding the patentability 
of an invention as compared with the prior art; said patentability opinion being given 
before the patent application is written and filed), said patentability search report 
comprising: 

• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention (the patentability opinion includes drafting a 
patent claim that sets forth the novelty of the invention), 
for the purpose of evaluating one's chances of obtaining a patent. 



Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, to 
include at least one written draft patent claim which draft claim embraces a point of 
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novelty of the alleged new invention for the purpose of evaluating one's chances of 
obtaining a patent, as taught by Patents. 

Claim 22: 

As indicated in the above rejection for Claim 1, Admission discloses limitations 
"a)" and "b). n 

As indicated in the above rejection for Claim 22, Patents discloses limitations 
"c)," "d)" and "e)" for the purpose of evaluating one's chances of obtaining a patent. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, to 
include limitations "c)," "d)" and "e)" for the purpose of evaluating one's chances of 
obtaining a patent, as taught by Patents. 

Claim 27: 

Admission discloses a process for providing a patentability search report 
concerning an alleged new invention prior to the filing of a patent application covering 
such alleged new invention, which search report contains a written evaluation of the 
patentability of the alleged new invention as compared with at least one prior art 
document (see Specification of present application, Pages 1-6), the process comprising 
the steps of: 

• reviewing documents contained in the prior art (see Pages 1-6 - the prior art 
search includes a review of documents in the prior art); 
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• identifying one or more prior art documents that describe subject matter that is 
potentially material to the patentability of the subject invention (see Page 3, last 
partial paragraph through Page 4, first partial paragraph); 

• providing a written description of the identity of and the elements or features 
contained in such one or more prior art documents identified in b) (see Page 6, 
first paragraph). 

Admission fails to expressly disclose a process for providing a patentability 
search report, comprising the step of: 

• providing at least one written draft patent claim, which draft claim embraces a 
point of novelty of the alleged new invention (the patentability opinion includes 
drafting a patent claim that sets forth the novelty of the invention). 

Patents discloses a process for providing a patentability search report, 
comprising the step of: 

• providing at least one written draft patent claim, which draft claim embraces a 
point of novelty of the alleged new invention (the patentability opinion includes 
drafting a patent claim that sets forth the novelty of the invention), 

for the purpose of evaluating one's chances of obtaining a patent. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the process for providing a patentability 
search report, disclosed in Admission, to include the step of: 
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• providing at least one written draft patent claim, which draft claim embraces a 
point of novelty of the alleged new invention, 
for the purpose of evaluating one's chances of obtaining a patent, as taught by Patents. 

Claims 2-9 16, 17, and 28-31: 

Admission fails to expressly disclose the limitations of these claims. 

Patents teaches every limitation of these claims, as indicated in the above 
rejections for Claims 2-9, 16, 17 and 28-31 , for the purpose of evaluating one's chances 
of obtaining a patent. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, to 
include every limitation recited in Claims 2-9, 16, 17 and 28-31 for the purpose of 
evaluating one's chances of obtaining a patent, as taught by Patents. 

Claims 10-15, 18-21, 23-26 and 32-36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Admission, in view of Patents, and further in view of Kerven. 
Claim 18: 

Admission discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
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alleged new invention (see Specification of present application, Pages 1-6), said 
patentability search report comprising: 

• a citing of one or more prior art documents which contains subject matter that is 
potentially material to the patentability of the alleged new invention (see Page 3, 
last partial paragraph through Page 4, first partial paragraph); and 

• a written description describing the elements or features contained in such one or 
more prior art documents (see Page 6, first paragraph). 

Admission fails to disclose a patentability search report comprising: 

• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention. 



Patents discloses a patentability search report concerning an alleged new 
invention, which search report contains a written evaluation of the patentability of such 
alleged new invention as compared with at least one prior art document, and wherein 
such search report is created prior to the filing of a patent application covering such 
alleged new invention (see Pages 1-7, especially the question and answer "What does it 
cost to get an opinion whether my invention is patentable?" on Pages 4-6 - the cited 
web page includes information about "patentability opinions" regarding the patentability 
of an invention as compared with the prior art; said patentability opinion being given 
before the patent application is written and filed), said patentability search report 
comprising: 
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• at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention, wherein said draft patent claim is written by 
a person registered to represent inventors before the United States Patent and 
Trademark Office (the patentability opinion includes drafting a patent claim that 
sets forth the novelty of the invention; the attorneys are registered patent 
attorneys), 

for the purpose of evaluating one's chances of obtaining a patent. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, to 
include at least one written draft patent claim which draft claim embraces a point of 
novelty of the alleged new invention, wherein said draft patent claim is written by a 
person registered to represent inventors before the United States Patent and 
Trademark Office, for the purpose of evaluating one's chances of obtaining a patent, as 
taught by Patents. 

Admission, in view of Patents, fails to disclose a patentability search report 
comprising: 

• a written mock rejection that is based at least in part on the presence or 
arrangement of elements or features contained in at least one of said prior art 
documents in said citing. 
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Kerven teaches a patentability search report (see Figures 1-2; see Paragraphs 
0001-0121), comprising: 

• a written mock rejection that is based at least in part on the presence or 
arrangement of elements or features contained in at least one of said prior art 
documents in said citing, wherein said mock rejection is written by a person 
registered to represent inventors before the United States Patent and Trademark 
Office (the search report includes reasons for rejections of the subject claim for 
lack of novelty and/or obviousness, based on the prior art found in the search, 
that are processed into a draft office action from the PTO; the search report is 
reviewed, revised and finalized by an attorney that is registered to represent 
inventors before the United States Patent and Trademark Office), 
for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, in 
view of Patents, to include a written mock rejection that is based at least in part on the 
presence or arrangement of elements or features contained in at least one of said prior 
art documents in said citing, wherein said mock rejection is written by a person 
registered to represent inventors before the United States Patent and Trademark Office 
for the purpose of providing automated analysis of the search results, as taught by 
Kerven. 
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Claims 19 and 20: 

These claims recite the subject matter recited in Claims 3 and 4, respectively. 
Thus, Admission, in view of Patents, discloses/teaches every limitation of these claims 
using the same rationale indicated in the above 103 rejection for Claims 3 and 4. 

Claims 21: 

Admission, in view of Patents, and further in view of Kerven, fails to expressly 
disclose a written statement describing at least one means for potentially obviating said 
mock rejection. However, at the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to include, in the search report, a written 
statement describing at least one means for potentially obviating said mock rejection. 
Patent attorneys have been submitting arguments for patentability in response to 
rejections under 35 USC §1 02 and 35 USC §103 for many years for the purpose of 
obtaining patents for the applicants. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, in 
view of Patents, and further in view of Kerven, to include a written statement describing 
at least one means for potentially obviating said mock rejection for the purpose of 
obtaining patents for the applicants. 

Claims 10-15, 23-26 and 32-36: 

Admission, in view of Patents, discloses the limitations of Claims 6, 22 and 27. 
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Admission, in view of Patents, fails to expressly disclose the limitations of Claims 
10-15, 23-26 and 32-36. 

Kerven teaches the limitations of these claims, as indicated in the above 
rejections, for the purpose of providing automated analysis of the search results. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the search report, disclosed in Admission, in 
view of Patents, to include the limitations of these claims for the purpose of providing 
automated analysis of the search results, as taught by Kerven. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Ronai, U.S. Patent Application Publication No. US 
2002/0107896 A1; and Petruzzi et al., U.S. Patent No. 6,049,81 1. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is (703) 305- 
1701. The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon, can be reached at (703) 308-5186. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
746-7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 
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